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DETAILED ACTION 

1 . Claims 1-14 are pending for consideration. 

Information Disclosure Statement 

2. The information disclosure statements filed on 04/1 3/2005 and 04/29/2008 are 
being considered by the examiner. 

Priority 

3. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). 

Claim Objections 

4. Claims 1,10 and 14 are objected to because of the following Informalities: 
Regarding claims 1, 10 and 14, please correct the phrase "vis-a'-vis" because It 
is not in English language. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following Is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 1 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claims 1 and 10, Examiner confuses what Applicant means by the 

limitation "comprising locating via the portable data carrier quality information about how 
the authentication of the user was done". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1,3-8, 10, 12 and 14 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Mimura et al. (US 7162058) (hereinafter Mimura). 

Regarding claim 1 , Mimura discloses a method for effecting a secure electronic 
transaction on a terminal using a portable data carrier, whereby a user authenticates 
himself vis-a'-vis the portable data carrier (Mimura: See figure 1 items 100, 102 and 
103), the portable data carrier confirms the proof of authentication to the terminal 
(Mimura: column 10 lines 50-62; column 11 lines 4-11; column 11 line 64 through 
column 12 line 7), and the portable data carrier then performs a security-establishing 
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operation within the electronic transaction, comprising locating via the portable data 
carrier quality information about how the authentication of the user was done and 
attaching said quality information to the result of the security-establishing operation 
(Mimura: column 6 lines 39-54). 

Regarding claim 3, Mimura discloses wherein the authentication of the user is 
performed by presentation of a biometric feature (Mimura: See figure 1 item 1 02). 

Regarding claim 4, Mimura discloses wherein the authentication of the user is 
performed by presentation of a physiological or behavior-based feature characteristic of 
a user (Mimura: column 2 lines 35-41). 

Regarding claim 5, Mimura discloses wherein the authentication of the user is 
performed by proof of knowledge of a secret (Mimura: column 6 lines 44-48). 

Regarding claim 6, Mimura discloses wherein at least two different authentication 
methods of different quality are offered for authentication of the user (Mimura: See 
figurel items 102 and 103). 

Regarding claim 7, Mimura discloses wherein the particular authentication 
methods not used are disabled (Mimura: column 4 line 57 through column 5 line 4). 

Regarding claim 8, Mimura discloses wherein no quality information is produced 
for an authentication method (Mimura: See figure 1 and figure 16; column 1 1 lines 4- 
11). 

Regarding claim 10, Mimura discloses a portable data carrier for performing a 
security- establishing operation within a secure electronic transaction, whereby a user 
authenticates himself vis-a'-vis the portable data carrier and the portable data carrier 
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confirms the authentication to a terminal, comprising setting up the data carrier to create 
quality information stating how the authentication of the user was performed (Mimura: 
column 6 lines 39-54; column 10 lines 50-62; column 11 lines 4-11; column 11 line 64 
through column 12 line 7). 

Regarding claim 12, this claim has limitations that is similar to those of claim 6, 
thus it is rejected with the same rationale applied against claim 6 above. 

Regarding claim 14, Mimura discloses a system for effecting a secure electronic 
transaction within which the quality of authentication of a user vis-a'-vis the system is 
ascertained, comprising a portable data carrier according to claim 10 and a terminal 
according to claim 13 (Mimura: See figure 1). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 2 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mimura in view of Barlow et al. (US 6810479) (hereinafter Barlow). 

Regarding claim 2, Mimura does not disclose wherein the security-establishing 
operation performed by the portable data carrier comprises creating a digital signature. 
However, Barlow discloses wherein the security-establishing operation performed by 
the portable data carrier comprises creating a digital signature (Barlow: See figure 9; 



Application/Control Number: 1 0/531 ,259 Page 6 

Art Unit: 2131 

column 6 lines 3-7; column 12 lines 49-55; column 15 lines 30-44; column 16 lines 23- 
45). Therefore, it would have been obvious to a person skilled art at the time the 
invention was made to have included in Mimura the feature of Barlow as discussed 
above because encryption, decryption, digital signing, and verification are therefore the 
principal cryptographic primitives that are used in an electronic network setting to 
facilitate the security, privacy, authenticity, and integrity of information being exchanged 
(Barlow: column 3 lines 45-49). 

Regarding claim 1 1 , this claim has limitations that is similar to those of claim 2, 
thus it is rejected with the same rationale applied against claim 2 above. 
1 1 . Claims 9 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mimura in view of Foley et al. (US 20020087894) (hereinafter Foley). 

Regarding claim 9, Mimura does not disclose wherein a user is asked to select 
an authentication method. However, Foley discloses wherein a user Is asked to select 
an authentication method (Foley: paragraphs 0010; 0026-0028). Therefore, It would 
have been obvious to a person skilled art at the time the invention was made to have 
included in Mimura the feature of Foley as discussed above because existing systems, 
however, are limited to pre-defined security features and procedures and generally 
require that a merchant Initiate changes to accommodate each different smart card or 
wallet. Thus, a new system of accessing a restricted service (e.g., conducting 
electronic transactions) is desired which would allow the user to select the method of 
authentication and provide improved security with minimal overhead for users and 
merchants (Foley: paragraph 0009). 
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Regarding claim 13, this claim has limitations that is similar to those of claim 9, 
thus it is rejected with the same rationale applied against claim 9 above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references applied to the claims above for the convenience of the applicant. Although 
the specified citations are representative of the teachings of the art and are applied to 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant in preparing responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the Examiner. 

In the case of amending the claimed invention. Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to TRANG DOAN whose telephone number is (571)272- 
0740. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on (571) 272-3795. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Trang Doan/ 
Examiner, Art Unit 2131 



/Ayaz R. Sheikh/ 

Supervisory Patent Examiner, Art Unit 2131 



